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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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7) D Claim(s) is/are objected to. 
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Applicant's election with traverse of Group I in the reply filed on 10/31/2005 is 
acknowledged. The traversal is on the ground(s) that no serious burden to examine the 
additional group of claims. This is not found persuasive because the examiner 
maintains that product as claimed can be made by another and materially different 
process such as one wherein the combining layer is coated and hardened on the 
substrate which includes a concave section and thereafter a top plate is extruded onto 
the above cited substrate with hardened combining layer thereon thereby combining the 
top plate within the substrate coated with a hardened combining layer thereon so to 
form a product having a substrate including a concave section, combining layer and top 
plate. 

The requirement is still deemed proper and is therefore made FINAL. 
The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 3 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

The originally filed specification is not enabling as to what the relative roughness 
encompasses that is what the roughness of the surfaces of the top plate and substrate 
of the pattern formation apparatus is relative to (another surface?) in order to achieve 
the claimed relative roughness of 0.1. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Ishida et 

al. 

Ishida et al teaches the design of a pattern formation apparatus comprised of the 
following elements: a substrate including a concave section; a top plate that is 
combined with a surface of the substrate where the concave section is provided; a 
combining layer, provided on at least one of the substrate and the top plate, via which 
the substrate and the top plate are combined with each other; and nozzles defined by 
the substrate and top plate which has been defined by the combining layer. The process 
step of combining the substrate and the top plate by melting the combining layer serve 
of no patentable moment in a product claim since in a product-by-process it is the 
patentability of the product claimed and not of the process steps which must be 
established. Therefore, Ishida et al has a pattern formation apparatus within the scope 
of claim 1 (In re Thorpe 227 USPQ 964). With respect to claim 2, Ishida et al teaches 
the combining layer of the pattern formation apparatus is made mainly of metal or 
silicon dioxide (see column 4 lines 29-31). With respect to claim 3, Ishida et al teaches 
that at least one of the substrate and the top plate is made mainly of material within the 
scope of the claim (see column 3 line 60 to column 4 line 31). 
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishida et 
al in view of Takatori et al. 

Ishida et al is applied for the reasons noted above. Ishida et al fails to teach the 
the substrate and the top plate include surfaces to be combined with each other whose 
relative roughness is not more than 0.1 urn. However, Takatori teaches the maximum 
surface roughness of the surfaces which form the orifice of the ink jet printer is 0.1 or 
less as disclosed in order to achieve very good image quality. Therefore, it would have 
been obvious to provide the substrate and top plate which define the peripheral 
surfaces of the orifices of the Ishida et al pattern formation apparatus with a roughness 
within the scope of the claim since Takatori teaches in a pattern formation apparatus 
such as Ishida et al providing the surfaces which define the orifices with a roughness of 
0.1 in order maximize image quality (see Example 1). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishida et 
al in view of Okuda et al. 

Ishida et al is applied for the reasons noted above. Ishida et al teaches each of 
the nozzles has an opening section from which the ink is jetted out but fails to teach the 
opening section has an area within the scope of the claim. However, it would have been 
obvious to optimize the opening area of nozzles of the Ishida et al pattern formation 
apparatus such that it is within the scope of the claim since Okuda et al teaches a 
pattern formation apparatus wherein the opening area is within the scope of the claim 
for the taught advantage of optimizing size of the nozzle to optimize re-filling of the 
pattern formation apparatus (see column 8 lines 24-26). 
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Any inquiry concerning this communication should be directed to Brenda A. 
Lamb at telephone number (571) 272-1231. The examiner can normally be reached on 
Monday and Wednesday thru Friday with alternate Tuesdays off. 
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Examiner 
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